
Data Rights 

Nondisclosure Obligation 
• Agencies are obligated to refrain from disclosing 

the SBIR firm’s technical data outside the 
government (with some exceptions) 

• Extends 4 years (5 years for DOD contracts) from 
date of last deliverable 

• The protection period may be renewed by securing 
Phase II and Phase III awards 

Protection Gaps 
• Competitors may reverse engineer or independently 

develop competing products 
• May fail to prevent agencies from sharing 

prototypes with SBIR firm’s competitors 
• Agencies may disclose SBIR data to government 

support contractors, or to others where necessary 
for emergency repair and overhaul 

Patent 

“Patent Monopoly” 
• Provides the right to exclude others from practicing 

the patented invention  
o Can be monetized via sale, license or litigation 

• Protects against reverse engineering and 
independent development 

• Extends 20 years from filing (longer in some cases) 

Protection Gaps 
• Covers only what is claimed – careful drafting 

required 
• Government entitled to royalty-free license to 

practice (or have practiced on its behalf) inventions 
conceived or first “reduced to practice” in the 
performance of work under an SBIR funding 
agreement 
o May counsel in favor of patenting early 
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Whether to File a Patent Application  –  Patents are core assets to many innovative firms. This is particularly 
true for small businesses, which may depend on patent rights to outcompete large businesses with greater 
marketing power, as well as to anchor valuation for potential acquisition. Because patenting requires public 
disclosure, however, secrecy may be lost with respect to some SBIR data. Factors to consider include:  
• What technical features are likely to be patentable 
• Whether these features are better protected by patenting or by maintaining secrecy 

o Will competitors reverse engineer or independently develop these features? 
o Will the government’s royalty-free patent license diminish return on investment? 

• Whether these features are sufficiently valuable to justify the expense of patenting 

Best Practices for SBIR Firms 
• Talk to your patent attorney about disclosure and SBIR data rights 
• Understand the business case for patenting; carefully consider the technical improvement that the patent will 

protect, and how that improvement preserves a competitive advantage (i.e., how effectively could another 
business compete without using that technology?) 

• Prepare a written description of your technology before asking an attorney to begin work 
• Consider filing early – this can secure an early priority date (reducing the scope of the prior art), hedge against 

the risk that your materials wind up in the wrong hands, and it may be possible to preserve greater rights by 
patenting features before beginning work under an SBIR award 

• Talk to your attorney about nonpublication requests; this can extend secrecy until patent issuance (mitigating 
risk in the event that the application is abandoned), but may waive the opportunity to pursue foreign patents 
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